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This memorandum clarifies the circumstances in which it is appropriate to 
take official notice of facts not in the record or to rely on "common knowledge" 
jn m oving a rejection. 

Recent court decisions have affected the Office's practice of taking official 
notice of facts by relying on common knowledge in the art without a reference. 
Specifically, me Supreme Court recently changed the standard of review applied 
to decisions of me Board of Patent Appeals and Interferences and the Trademark 
Trial and Appeal Board on appeal to the U.S. Court of Appeals for the Federal 
Circuit. Dickinson v. Zurko, 527 U.S. 150, 50 USPQ2d 1930 (1999). As a. 
result, the Federal Circuit now reviews findings of fact under the "substantial 
evidence" standard under the Administrative Procedure Act (APA), rather than 
the former "clearly erroneous" standard. In re Gartside, 203 F.3d 1305, 1315, 53 
USPQ2d 1769, 1775 (Fed. Cir. 2000). 1 This change in the review standard has 
affected the Federal Circuit's view of when the court or the USPTO may take 
notice of facts without specific documentary evidence support. 

On remand from the Supreme Court, the Federal Circuit in In re Zurko, 258 
F.3d 1379, 59 USPQ2d 1693 (Fed. Cir. 2001), reversed the Board's decision 
upholding a rejection under 35 U.S.C. 103 for lack of substantial evidence. 
Specifically, in Zurko and other recent decisions, the court criticized the 
USPTO's reliance on "basic knowledge" or "common sense" to support an 
obviousness rejection, where there was no evidentiary support in the record for 
such a finding. In light of the recent Federal Circuit decisions and the 
substantial evidence standard of review now applied to USPTO Board decisions, 
the following guidance is provided in order to assist the examiners in 
determining when it is appropriate to take official notice of facts without 



EXHIBIT D 



supporting documentary evidence or to rely on common knowledge in me art in 
making a rejection, and if such official notice is taken, what evidence is 
necessary to support the examiner's conclusion of common knowledge in the art 

(1) Determine when it is appropriate to take official notice without documentary 
evidence to support the examiner's conclusion. 

Official notice without documentary evidence to support an examiner's ^ 
conclusion is permissible only in some circumstances. While "official notice 
may be relied on, as noted in MPEP § 2144.03, these <?™»f^^ d 
rare when an application is under final rejection or acton under 37 CFR 1.113. 
Official notice unsupported by documentary evidence should only be taken by 
the examiner where the facte asserted to be well-known, or to be common^ 
knowledge in the art are capable "f fostmt and unquestionable demonstrartoEj as 
being well-known. 4 In appropriate circumstances, it might not be unreasonable 
to take official notice of the feet that it is desirable to make something faster, 
cheaper, better, or stronger without the specific support of documentary 
evidence. Furthermore, it might not be unreasonable for the examiner in a first 
Office action to take official notice of facts by asserting that certain limitations in 
a dependent claim are old and well known expedients in the art without the 
suooort of documentary evidence provided the facts so noticed are of no^rjoui 
^Lrt«r and ser v* ««1 v tn "fill in the gaps" which might exist m die evidentiary 
showing made by the examiner to suwort ai»rdcular groundof rejectum. 

It would not be appropriate for the examiner to take official notice of facts 
without citing a prior art reference where the facts asserted to be weU known are 
„ rt . nr Kl. nf i™t»nt and unauesfnn^hle demonstration as being well-known. 
For example, assertions of technical facts in the areas of esoteric technology or 
specific knowledge of the prior art must always be supported by citation to some 
reference work recognized as standard in the pertinent art. 

It is never appropriate to rely solely on "common knowledge" in the art 
without evidentiary support in the record, as the principal evince upon which a 
refection was based. 7 As the court held mZurko, an assessment of basic 
knowledge and common sense that is not based on any evidence m the record 
lacks substantial evidence support. 



(2) If official notice is taken of a fact, unsupported by documentary evidence, the 
technical line of reasoning underlying a decision to take such notice must be clear 
and unmistakable. 

Ordinarily, there must be some form of evidence in the record to support an 
assertion of common knowledge. 9 In certain older cases, official notice bis been 
taken of a fact that is asserted to be "common knowledge" wimout specific 
reliance on documentary evidence where the fact noticed was readily verifiable, 
such as when other references of record supported the noticed fact, or where there 




was nothing of record to contradict it 10 If such notice is taken, the basis for such 
reasoning must be set forth explicitly. The examiner must provide specific factual 
findings predicated on sound technical and scientific reasoning to support his or 
her conclusion of common knowledge. 11 The applicant should be presented with 
the explicit basis on which the examiner regards the matter as subject to official 
notice and be allowed to challenge the assertion in the next reply after the Office 
action in which the common knowledge statement was made. 

(3) If applicant challenges a tactual assertion as not properly officially noticed or 
not properly based upon common knowledge, the examiner must support the 
finding wim adequate evidence. 

To adequately traverse such a finding, an applicant must specifically point out 
the supposed errors in the examiner's action, which would include stating why the 
noticed fact is not considered to be common knowledge or well-known in the 
art. 12 A general allegation that me claims define a patentable invention without 
any reference to the examiner's assertion of official notice would be in ad eq uate. 
If applicant adequately traverses the examiner's assertion of official notice, the 
examiner must provide documentary evidence in the next Office action if the 
rejection is to be maintained. 13 If the examiner is relying on personal knowledge 
to support the finding of what is known in the art, the examiner must provide an 
affidavit or declaration setting forth specific factual statements and explanation to 
support the finding. See 37 CER 1.104(dX2). 

If applicant does not traverse the examiner's assertion of official notice or 
applicant's traverse is not adequate, the examiner should clearly indicate in the 
next Office action that the common knowledge or well-known in the art statement 
is taken to be admitted prior art because appKctmtriuWfaUed to traverse the 
examiner's assertion of official notice or mat me traverse was inadequate. If the 
traverse was inadequate, the examiner should include an explanation as to why it 
was inadequate. 

(4) Determine whether the next Office action should be made final. 

If the examiner adds a reference in the next Office action after applicant's 
rebuttal, and the newly cited reference is added nnlv as directly corresponding 
evidence to support the prior common knowledge finding, and it does not result m 
a new issue or constitute a new ground of rejection, the Office action may be 
made final. If no amendments are made to the claims, the examiner must not rely 
on any other teachings in the reference if the rejection is made final If the newly 
cited reference is added for reasons other than to support the prior common 
knowledge statement and a new ground of rejection is introduced by the examiner 
that is not necessitated by applicant's amendment of the claims, the rejection may 
not be made final See MPEP § 706.07(a). 



(5) Summary. 



Any rejection based on assertions that a feet is well-known or is common 
knowledge in the art without documentary evidence to support the examiner's 
conclusion should be judiciously applied. Furthermore, as noted by the court m 
Ahlert, any tacts so noticed should be of notorious character and serve only to 
"fill in the gaps" in an insubstantial manner which might exist in the evidentiary 
showing made by the examiner to support a particular ground for rejection. It is 
never appropriate to rely solely on common knowledge in the art without 
evidentiary support in the record as the principal evidence upon which a re] ecuon 
was based. 14 

MPEP § 2144.03 will be revised accordingly in the upconiing revision to be 
consistent with this memo. 



Cc: Nicholas Godici 
Esther Kepplinger 
Kay Kim 
David Lacey 



1 The Supreme Court has described substantial evidence review in the following manner 

Substantial evidence is more than a mere scintflla. It means such relevant eviden ^\ < 
reasonable nrind might accept as adequate to support a conclusion.. Jvlerc unccrn*orated hearsay 
or rumor does not constitute substantial evidence. 

Consolidated Edison Co. v. NLRB, 305 U.S. 197. 229-30 (1938Xquoied 1 J£f 

mP02d at 1773). "'Substantial evidence' review involves examination of the record as a whofe, tatang 
intoaccount evidence that both justifies and detracts from an agency's decision." G^^,203F3d at 
m2^SSdaU773 (citii Universal Camera Corp. v. AOS, 340 U.S. 474, 487-88 (1951». 
Furthermore, the Supreme Court has also recognized that "the possibility rf^^™^ 1 * 1 ^. 
c!d™from the evidence does not prevent an administrative agency's &di^ ffom bemg supported 
bTsuSSTevidence." Console v. Federal Maritime Comm % 383 US. 607, 620 (1966) (quoted m 

substantial evidence standard is deferential to the agency's decision^ it il ^J ert ^ i ^3 T . . t 
required ih^^ 

eiSencepwwnted by tie parties, incrudmg all of the "^j^^^V^^^T 
reSteS^ G«m^2(aFJdatl3H53Ua>Q2datl774. P"*™^?^" ^ 
«doMdfa that the Board's decision must be justified within the four comers of that record Id. Tbm,m 
recSSelre the USPTO -dictates the parameters of review" available to the court W Accwdn^e 
Sard's opinion must explicate its factual conclusions, enabling [the co^] to vern^readUy whether those 
conclusions are indeed supported by 'substantial evidence' contataed wnlita me record. Id (atmg 
tenter v. Davidson, 116F.3dl454, 146X), 43 USPQ2d 1030, 1035 (Fed. Cur. 1*>7»- 
izZfr 258 F 3d at 1385, 59 USPQ2d 1697 ("the Board cannot simply reach conclusion based on its own 
understanding 'or experience-or on its assessment of what would be basic knowledge or co^nser** 
Rather AeB^ard must point to some concrete evidence in the record in support of these ^adia^."). See 
^ohtreLmTjPM^^j 61 USPQ2d 1430, 1434 (Fed. Or. 2002) (The Board dttennmed mat it was 
not necessary to present a source of a teaching, suggestion, or motivarion to combine the references 



because the conclusion of obviousness may be made from common knowledge and common sense of a 
person ofordinaryskiU in the art The court reversed the Board's decision in sustemmgaTBjection under 
35 U S C 103 and stated that "'common knowledge and common sense' on which the Board relied m 
meeting Lee's application are not the specialized knowledge and expertise contemplated by the 
Administrative Procedure Act Conclusory statements such as those here provided do not fulfill the 
aaency's obligation. . .The board cannot rely on cooclusory statements when dealing with particular 
combhiations of prior art and specific claim, but must set forth me rationale onwbj^it reUes"). 
' A7rSted by theWt in In reAhlert,*7A F.2d 1088, 1091, 165USPQ418, 420 (CCPA 1970), tto notice 
of facts beyond the record which may be taken by the examiner must be "capable of ^ instmrt and 
unquestionable demonstration as to defy dispute" (citing In re Knapp Monarch Co., 296 230, 132 
USPQ 6 (CCPA 1961)). luAhkrt, the court held that the Board properly took judicial notiw that old 
to adjust intensity of a flame in accordance with the heat requirement" See also In re Fox, 471, VM 1405, 
1407 1 76 USPQ 340, 341 (CCPA 1973) (the court took "judicial notice of the feet mat tape recorders 
conrmonly erase tape automatically when new 'audio infbrrnanon' is recorded on a tape which already has 

• 2^8 *Sat 1385, 59 USPQ2d at 1697; In re Ahlert, 424 V2A 1 at 1092. 165 USPQ at 42L _ 

6 In re Ahlert, 424 F.2d at 1091, 165 USPQ at 420-21. See also Aire Grose, 592 F.2d 1161, 1167-68, 201 
USPQ 57, 63 (CCPA 1979) ("When the PTO seeks to wry upon a chemical theory, m establishing a prima 
facie case of obviousness, it must provide evidentiary support for the cxister** and rnear^ of that 
theory."); In re Eynde, 480 f2d 1364, 1370, 178 USPQ 470, 474 (CCPA 1973) Of reject Jta ^ton J* 
judicial or administrative nonce may be taken of the state of the art. The facts constituting the state of the 
art are normally subject to the possibility of rational disagreement among reasonable men and are not 
amenable to the taking of such notice."). .. . 

7 Zurko 258 F.3d at 1385, 59 USPQ2d at 1697. While tie court explained that, "as an administrative 
tribunal the Board clearly has expertise in the subject matter over which it exercises junsdication, it make 
clear that such "expertise may provide sufficient support for conclusions [only] as to penpheral issue, id. 

9 £e£ re Lee, F.3d at 61 USPQ2d 1434-35; In re Zurko, 258 FJd at 1386, 59 USPQ2d at 1697 

(holding that general conclusions concerning what is "basic knowledge" or "common sense" tooneof 

ordmary skill in me art without specific fe<mial rindinga soine concrete e^ 

support these findings will not support an obviousness rejection). ^. "' ._^ aA . 

"See In re Soli, 317 ¥J2d 941, 945-46, 137 USPQ 797, 800 (CCPA 1963) (the court aa*ptedthe 

examiner's assertion that the use of "a control is standard procedure throughout the entire field- of 

bacterioloav" because it was readily verifiable and disclosed in references of record not cited by the 

OOcciilnre Chevenard, 139 FA1711, 713, 60 USPQ 239,241 (CCPA 1943) (accepting examiner's 

finding mat a brief heating at a higher temperature was the equivalent of a longer heating at a lower 

temperature where there was nomingta the record to mmcate^ 

^ mwnite d that the examiner produce evidence to support his statement). 

11 See Soli, 317 F.2d at 946, 37 USPQ at 801; Chevenard, 139 F2d at 713, 60 USPQ at 241. 

B See 37 CFR 1.111(b). See also Chevenard, 139 F.2d at 713, 60 USPQ at 241 ("frjn the absence of any 

demand by appellant for the exaiiiiner to produce aumorr^ 

"S7CTR 1.104(c)(2). See also Zurko, 258 T3d at 1386, 59 USPQM at 1697 ("the Board [or 
examiner] must point to some concrete evidence in the record m support of these frndings" to satisfy me 

^^SSbT^Sdat'lSSe. 59 USPQ2d at 1697MAfert, 424 F5d at 1092, 165 USPQ 421. 
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